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REMAJRKS :! ! 
The Applicants note with appreciation the withc(rawal of the rejection of Claims 1-13 

under 35 U.S.C §112, second paragrapli, TThe Applicants further note with appreciation the 

i I 

withdrawal of the rejection of Claims 1-1 3 as antiqipated under 35 U.S.C. §lod(b) by 
Nakashima, and the withdrawal of the rejection of (jllaini 4 under 35 U.S.C. §10^ (a) as 
unpatentable over Nakai^hima. J 

The Applicants also note with appreciation the ^anmL6r*s interview of April 2oL 2004. 

In light of the helpful discnssions with the Bxamineti the Applicants submit here^n^th the 

■j 

Declaration of Mr. Takafumi Hashimoto> a named invenljbr in the cuirent Application, inijxcating 
that one of ordinary skill in the art would not have added an additional IOwt% polycaibonkte diol 
to the material described in AJkasawa and expected to obtain the A^licants' $uede-Hke slieet. In 
fact, the Declaration notes that one skilled in the ait woniji believe that the additional \0*A would 
be detrimental to the material described by Akasawa. 

a»im Rejections Under 35 u!s.C. S103fa^ 
Claims U3 and 6-13 remain rejected under 35 U.S.C. §103(a) as tuopatenable over 
Nakashima. Claims 1-4, 6 and 8 remain rejected under. bs U.S.C. §103 (a) a& impatenablle over 

Akasawa. The Applicants respectfully submit that iini light of the Declaration sui)mitted 

i I 
herewith, and in flarther view of the comments below,; the rejection of these Claims lis now 

obviated. '. [ 

A i 

The Applicants respectfully submit that a detennipation of obviousness, as detecnjindd in 
Graham v. J<?hn Deere, 383 U.S. I, 148 US.P.Q. 459 1(1966), requires an inquiry intcf 1) the 
scope and content of the prior art, 2) the level of ordinarfy Skill in the art, and 3) the difEpiences 

i 
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.: i 
between the piior azt aftd the cladmed invezitiQn. Of th^jse tbree, the scope and conteiit| of the 
prior art are the imtial step in a. detertmnation of obvio^ess. Pentec, Inc, et al v. <^<^hic 
Controls Corp., 776 R2d 309, 227 U.Si>.Q. 766 (CAPC ll985). 

The Applicants respectfully submit that Akasawa does not teach or $ugg^t the 

I i 

Applicants' limitation as recited in Claim 1. Specil&cally, Alcasawa does not teach or surest a 
suede-like sheet comprising polyuiethane wbich compiles polymer diol containing ^0-90% 
polycarbonate dioL The paragraph bridging pages 3 and- 4 of the OfEicial Action states i9iat the 
abstract of Akasawa recites 'the ratio of said second polyurcthane (b) to said first polyurethane 
(a) being in a range of 0.5 td 50% by weight." The Applicants respectfully submit, howevler, that 
as seen in the Table on page 13 of the Applicants' response submitted October 31, 2003; it was 
indicated that Akasawa teaches an amomit of polycarbonate diol in the first polyurethane ^a) that 
is 40wt%. In addition, the polyurethane of Akasawa further comprises 0.5 to SOwtVoj of the 
second polyurethane (b)> which does not comprise polycarbonate diol. 

The Applicants submit herewith a summary of Table 1 of AJkasswa, which descrijbes the 
weight percentage of polycarbonate diol in the fitst potlyurethane (a) in Examples 1-9. The 
Applicants respeetfhlly submit that Table 1 shows that the total wt% of the polymer diol in the 
first polyurethane (a) is the combination of the weight of diol (A) plus the weiglht of diol (B) of 
Table 1 and that only the PHC of Table I is a polycarbonite diol. ! 





Wt. Of diol in Table 1 


Total of kobQ 

i 


Wt of PHC: ® 




(A) 


(B) 


Ex.1 


11.9 


620 


580 


600 


181119 


620 


I34.2 


Connp. Ex. 1 




690 


644 


666 


2000 


690 


34.2 


Ex. 2 


11.9 


350 


550 




9Il.j9 


350 
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! 



Comp. Ex. 2 


1L9 


350 


550 




911 


350 


^8,4 

1 


Ex.3 


26.1 


600 


1100 




1726J1 


600 




Comp. Ex. 4 


26,1 


600 


1100 




1726;i 


600 


34.8 


Ex.4 


200 


300 


600 




1100 


300 


27.3 


Comp. Ex. 6 




333 


667 




1000 


333 


33.3 


Comp. Ex. a 


200 


300 


600 




1100 


300 


27.3 


Ex.5 


100 


600 


1300 




2000 


600 


30.0 


Comp. Ex. 9 


100 


600 


1300 




2000 


600 


30.0 


Ex.6 


200 


800 


1000 




2000 


800 





The AppHcants respectflilly submit that the abstract of Akasawa states that £brst 
polyurcthaBie (a) obtained by reactiiig: an intetmediate piioduct diol (D) obtaining by reacjting . . . 
diol (a), a diol (B) . , . selected from the group consisting of . . . polycarbonates . . . and an Organic 
diisotyanate (CI) ... a low molecular weight diol (E), anc| diphenylmethane - 4, 4' - diisocyanatc 
(C2)." The Applicants respectfully submit that the polyulxethane disclosed in Akasawa ciantains 
polycarbonate diol in an amount well below 40wt% of total diol components. 

The Office Action dated January 29, 2004, pagfe 3 acknowledges that **Nakashima is 
silent as to the peicentage of polycarbonate diol.'* Id lig^t of the comments set £>rth aboye, and 
the Declaration contained herein, the ^^licdnts respeetfi^ly submit that Nakashima deaj^y JE^s 
to teach or suggest a suede-like sheet ha.ving 50 wt% tOil90 wt% polycaibotiate diol. Aithough 
Nakashima discloses a polyurethane oonteining a polycner diol selected from polyester dioU, 
polyether diols, polyester-ether diols^ polylactone diols a4d polycarbonate diols, it does not teach 
or suggest the inclusion of any percentage of polycarbonate diol, let alone the claimed Sb to 90 
wt% polycarbonate diol, into a suede-like sheet The Ap|>Hcanta respectfully submit lhat 35 
U.S.C. §103 does not apply inasmuch as there are no tealchings or saggestioxis in Nakasl^a as 
to the claimed range of 50 to 90 wt% of polycarbonate diol. 
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The .^)plicajQts respectfully submit tibat a prima facie case of obviousness has not been 

established. The Applicants respectfully submit thajt in order to establish primd facie 

j 

obviousness, all of flie claimed limitations must be taught or suggested by the prior ait, In re 
Royka, 180 USPQ 580 (CCPA ld74). In particular, theicase of /b re Wilson, 165 USPQ 494. 
496 (CCPA 1970), states that "all words in a clainl must be considered in judging the 
patttotability of that claim against the prior art" 

Further, the Applicants respectfully submit that neither Akasawa nor Nakashima provide 
any motivation to increase the level of polycaibonate i diol to 50- 90wt%. The Applicants 
respectfully submit that Alcasawa and Nakashima fail ''to teach or suggest, in any w^y, the 
Applicants' suede-Hke sheet. The mere fact that prior 'M can be modified does not mkke the 
modification obvious unless the prior art suggests the desirability of the modification. It does 
not. The Applicants respectfully submit that both Akaskwa and Nakashima fail to suggest the 
desirability of increasing the level of polycarbonate diol to 50-90wt%. 

We invite the Examiner's attention to In re Gordon et al, 22\ tJ.S.P.Q. 1125, 1127 (Fed. 

Cii. 1984), wherein the Court of Appeals for the Federal Circuit made it clear that a p^or art 

reference must be given a fair reading and that the reference must provide motivation to! one of 

ordinary skill in the art to employ the apparatus of the prior art in the manner perfonne^ by the 

applicant The Court specifically stated: ! 

The mere fact that the prior art could be so! modified would not have made the 
modification obvious unless the prior art suggested the desirability of the modification. 

I j 
The Court of Appeals of the Federal Circuit confirmed this position in re Milis, 16 U.SJ>.Q. 

2d 1430, 1432 (Fed. Cir. 1990). Both Gordon and Mills s^ply in this case, wherein Akasalwa and 
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Nakashima MY to suggest the desirability of making the i>pothetical suede-like sheet ha\|ing SO- 

I 

90wt% pclycatbonate diol, or that any benefit would or! could realized upon doing so. Ilii &ct, 

axid as poixited out in the accompanying Declaration, dhe of skill in the art would be 'lead to 

believe that the addition of polycarbonate diol (beyond! 40wt %) would be detrimentai to the 

sheets described in the prior art. Tbfi A|>pUcants respect^ly request wttbdra:wal of the r^jectioa 

Of Claims 1-3 and 6-13 under 35 U.S.C. §103(a) ai^ unpatcnable over Nsikashimi The 

Applicants also respectfully request the withdrawal of the rejection of Claims 1-4, 6 and 18 Under 

35 U.S.C. §103(a) as unpatenable over AJkasawa. | 

;t I 
In view of the foregoing, the Applicants respectifiilly submit the ^^lication is inow in 

condition for allowance, which is respectfully requested. [ 

i 

Resp^ctftilly submitted, 

i.f^ i 

T. Daniel ChristettbUxy 
Reg..IlSro. 31,750 

TDC:ks 



-PHIH:3«496P.vl 



6 



PAGE 10/14 ' RCVD AT 5/2812004 3:01:08 PM [Eastern Daylight Tim^^ 



